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DETAILED ACTION 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

1. Claims 1, 8, 9, 16, 17, and 24 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Regarding claims 1, 8, 9, 16, 17, and 24, these claims recite the limitation 
"and/or". This is unclear, as this limitation should read "and" or "or", but not both. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1, 4-6, 9-13, 17, and 20-22 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Jones (U.S. Patent No. 5,978,013). Jones teaches a system 
and method for printing discount coupons that includes all of the limitations recited in 
the above claims. 

Regarding claims 1, 9, 10, and 17, Jones teaches a searchable database of 
discount offers (Column 5, Lines 40-45) each having restrictions with regard to the 
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number of times a single consumer may take advantage (Column 2, Lines 54-57), 
establishing a pool of registered subscribing consumers (subscribers) (Column 4, Lines 
32-38), providing sheets of security paper, and allowing each of the subscribers to 
download and print the coupons (Column 16, Lines 31-42). 

Regarding claims 4, 11, and 20, Jones teaches a step of calibrating the coupon 
to be printed by the printer (Column 9, Lines 52-54). The step of calibrating the way the 
image will look when printed is taken to be printer calibration. 

Regarding claims 5, 6, 12, 13, 21 and 22, Jones teaches the coupon including 
consumer identifying tracking information (demographic information bar-code) and a 
unique serial number (UPC bar-code) (Column 10, Lines 25-29). 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 2 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jones (U.S. Patent No. 5,978,01 3) in view of Enomoto (U.S. Patent No. 
6,026,435). 

Regarding claims 2 and 18, Jones teaches distributing coupons from a server 
computer over a television network. Jones does not specify the distribution as occurring 
over the Internet. Enomoto teaches television that is operated over the Internet (Figure 
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2). It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to register those customers that use Internet television as well as 
those who don't in the interest of broadening the customer base. 

Claims 3, 15, and 19 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones (U.S. Patent No. 5,978,013). 

Regarding claims 3, 15, and 19, Jones teaches that the user must tear the 
coupon to free it once it has been printed (Column 10, Lines 29-30). Jones does not 
specify any method to aid the user in performing this step. Official notice is taken that 
perforated tear lines are old and well-known. Raffle and movie tickets have been using 
this tearing device for years. It would have been obvious to one having ordinary skill in 
the art at the time the invention was made to include perforated tear lines on the 
security paper to help the customer tear the coupons. 

Claims 7, 14, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones (U.S. Patent No. 5,978,013) in view of Engel (U.S. Patent 
No. 5,907,830). 

Regarding claims 7, 14, and 23, Jones does not specify statistical tracking of 
the coupons. Engel teaches tracking coupon redemption and determining consumer 
buying habits based from this data (Column 3, Lines 1-9). It would have been obvious 
to one having ordinary skill in the art at the time the invention was made to track this 
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sort of information in the interest of learning more about what customers like and using 
this information to earn greater profit. 

Claims 8, 16, and 24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Jones (U.S. Patent No. 5,978,013) in view of O'Hagan (U.S. 
Patent No. 6,314,406). 

Regarding claims 8, 16, and 24, Jones does not specify lesser discounts for 
fewer restrictions. O'Hagan teaches a coupon that has less of a discount, but a longer 
period in which it may be redeemed (Column 23, Lines 9-11). It would have been 
obvious to one having ordinary skill in the art at the time the invention was made to offer 
dynamic coupon restrictions in the interest of catering to different types of customers 
and broadening the market. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Jones (U.S. Patent No. 5,978,013) in view of McMahon (U.S. Patent No. 5,789,732). 

Regarding claim 25, Jones teaches a user being limited to printing a coupon only 
once in a predetermined time period (Column 14, Lines 56-58). Jones also teaches 
only generating a coupon during a coupon availability window (Column 5, Lines 47-49). 
Jones does not teach giving rainchecks for coupons that are not available for printing. 
McMahon teaches automatically giving rainchecks for items that are unavailable at that 
current time (Column 2, Lines 40-44). It would have been obvious to one having 
ordinary skill in the art at the time the invention was made to give customers rainchecks 
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if a coupon is not available (not during the availability window). This would allow more 
customers to take advantage of the discount while driving sales for the advertised 
product up. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

The following references are cited to further show the state of the art with respect 
to searching for and printing discount offers: 

U.S. Patent No. 7,010,498 to Berstis 

U.S. Pub No. 2004/0056101 to Barkan 

U.S. Pub No. 2002/0077892 to Goring 

U.S. Pub No. 2002/0194069 to Thakur 
Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Bekerman whose telephone number is (571) 

272- 3256. The examiner can normally be reached on Monday - Friday, 7:30 - 4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric W. Stamber can be reached on (571) 272-6724. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



JEFFREY D. CARLSON 
PRIMARY EXAMINER 




